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Remarks : 

Reconsideration of the application, as amended herein, is 
respectfully requested- 

Claims 1-18 and 20 - 22 are presently pending in the 
application. Claims 1-16 and 21 have been amended. Claim 
19 was previously canceled. 

In item 2 of the above-identified Office Action, claims 1-2, 

5, 7 - 8^ 10 - 18 and 20 - 22 were rejected under 35 U»S.C. § 
103(a) as allegedly being obvious over U» S. Patent No» 

6, 058, 84 4 to Niemiec {*'NIEMIEC** ) in view of U. S. Patent No^ 
4^508,033 to Fischer ("FISCHER"), 0. S. Patent No. 3,238,869 
to West et al ("WEST") and 0. S. Patent No. 3,875,682 to 
Justus et al ("JUSTUS") . In item 3 of the Office Action, 
claims 3-4 were rejected under 35 U.S.C- § 103(a) as 
allegedly being obvious over NIEMIEC in view of FISCHER, WEST 
and JUSTUS^ and further in view of U. S, Patent No. 6^550,390 
to Frankenberger ( "FRANKENBERGER" ) . In item 4 of the Office 
Action, claims 6 and 9 were rejected under 35 U.S.C. § 103(a) 
as allegedly being obvious over NIEMIEC in view of FISCHER, 
WEST and JUSTUS, and further in view of U. Patent No. 
5,913,471 to Makosch et al ("MAKOSCH") . 

Applicant respectfully traverses the above rejections. 
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Applic. No. aO/781,113 

Response Dated December 21, 2007 

Responsive zo Office Action of September 21, 200? 

More particularly. Applicant reiterates and incorporates, by 
reference, the arguments made in the response to the previous 
Office Action, with regard to why the present claims are 
believed to be patentable over the combination of references 
cited in the Office Action^ In response to Applicant's 
arguments, pages 7 - 8 of the Office Action stated, in part: 



In response to Applicant's argument that the 
conventional tensile stress for a printing path is 
about 4 70 « 500 N/m, there is no reference to any 
outside source beyond applicant's disclosure of this 
figure. Furthermore, as discussed in the above 
rejection, one having' o^rdxxiary skill ±n -bhe ar^ would 
recognized that: an optimal tensile stress would vary 
dependent upon the type o£ material used In the web. 
For : example , a thin, paper web would react very 
differently to stress from a heavy ^ textile fabric . 
Therefore, applicant ' s arguments would appear to be 
based upon specific process limitations not included 
in the claims. [emphasis added by Applicant] 



To make Applicant's claimed invention even more clear, taking 
into consideration the comments made in the Office Action, 
Applicant has amended the independent claims to recite^ among 
other limitations, that the machine in question is a web-fed 
rotary printing press, and that the web fed through the 
printing press is a paper web. For example. Applicant's 
claims 1 and 7 were amended to recite, among other 
limitations : 



A web-fed rotary printing press ^ comprising: 

at least one press cylinder for printing a paper web; 
[emphasis added by Applicant] 
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Applic. No. 10/781,113 

Hesponse Dated December 21, 2007 

Respoiisive to Office Action of September 21, 200? 

Similarly, Applicant's independent claim 14 was amended to 
recite/ among other limitations: 

A method for treating a printing material web in a 
web-fed rotary pr±ni:xng press ^ which further 
comprises : 

feeding a paper w eb to a press cylinder under a first 
tensile stress; [emphasis added by Applicant] 



These amendments to Applicant's claims are supported by the 
specification of the instant application^ for example, on page 
2 of the present application, lines 1-4, which state: 

In web-fed rotary offset presses, a paper web is 

usually unwound from a supply roll and guided through 
a nvunber of printing' xmxts, which print the web, 
normally on both sides and in many colors, in a wet 
offset process, [emphasis added by Applicant] 

See also, for example, page 16 of the instant application, 
lines 3 - 12, which state: 



Referring now to the figures of the drawing in detail 
and first, particularly, to Fig* 1 thereof, there is 
shown a diagrammatic, sectional view of a machine 1 
according to the invention, in this case a web-fed 
rotary offset press. 

The machine 1 contains a roll changer 2 with a supply 
roll 3 of a printing material web 4, preferably a 
paper web > The web 4 is unwound in the roll changer 2 
and, toward the end of unwinding the roll 3, can be 
joined to a new web, on-the-fly or at a standstill, 
[emphasis added by Applicant] 



As such. Applicant's amended claims make it clear that the 
tensile stresses applied to the web are being applied to a 



Page 12 of 21 



PAGE 1 2Q1 ' RCVD AT 1212 W 4:52:24 PM [Eastern Standard 



12-21-' 07 17:45 FROM-LGS PatentUSA 



9549251101 



T-891 P013/021 F-296 



Applic. No. 10/781,113 

Response Dated December 21, 2007 

Responsive to Office Action of September 21, 2007 

paper web o£ a web-fed ro-tary printing press. A person of 
ordinary skill in this art knows that the tensile stress of a 
paper web of a web-fed rotary printing press is^ 

conventionally, in the range between 470 - 500 N/m. See, for 
example, page 24 of the instant application/ lines 21 - 23- 



However, the web-fed rotary printing press of Applicant's 
claims requires the tensile stress of the web downstream of 
the dryer to be considerably reduced compared with the 
upstream tensile stress, with the downstream tensile stress 
being less than SO N/xu. For example, claim 1 recites, among 
other limitations: 



a pull roll disposed downstream of said dryer for 
conveying tlie paper web along said path with a given 
tensile stress that is considerably lower than a 
tensile stress in a printing path upstream of said at 
least one press cylinder, said given tensile stress 
being less than 50 N/io ; [emphasis added by Applicant] 



Similarly, Applicant's independent claim 7 recites, among 
other limitations : 



a first pull roll disposed downstream of said dryer to 
convey the paper web along the path with a given 
tensile stress which is considerably lower than a 
tensile stress in a printing path upstream of said at 
least one press cylinder^ said given tensile stress 
being less than SO N/m ; [emphasis added by Applicant] 



Additionally, Applicant's independent claim 14 recites, among 
other limitations : 
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Responsive to Office Action of Septdittber 21, 2007 



sei:tlng a second tensile stress of the paper web, 

being considerably reduced as compared with the first 
tensile stress^ along the drying path, the second 
tensile stress being less than 50 N/m [emphasis added 
by Applicant] 

As such. Applicant's claims require, among other limitations, 
that the tensile stress of the paper web downstream of the 
dryer be considerably reduced compared with the upstream 
tensile stress (and with conventionally used tensile stresses 
on paper webs used in web-fed rotary printing presses) , the 
downstream tensile stress being less than 50 N/m. The above 
limitations of Applicant's claims, among others, are not 
rendered obvious by the combination of nieimxeSC in view of 
FISCHER, WEST and JUSTUS, as alleged in the Office Action. 
Rather, as discussed in the response to the prior Office 
Action, the combination of NIEMIEC and FISCHER (as well as, in 
combination with WES^ and JUSTUS) made in the Office Action 
would specifically teach a person of ordinary skill in this 
art away from using a second tensile stress of less than 50 
N/m, and thus, would specifically teach away from Applicant's 
claimed invention. 

Because, conventional devices use a stress of about 4 70 - 500 
N/m, and because the disclosure of FISCHER requires the 
tension of the web inside the dryer to be kept at about the 
saxne level as inside the printing units, the tension of the 
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Response Dated Deceittber 21, 2007 

Responsive to Office Action of September 21, 2007 

web in the dryer of FISCHER would be understood by a person of 
ordinary skill in the art to be about 470 - 500 N/m, However, 
contrary to what would be understood by a person of skill in 
this art in view of FISCHER and NIEMIEC, Applicant's 
independent claims clearly require, among other limitations, 
that the tensile stress of the web downstream of the dryer be 
less than 50 N/m , which is about one tenth of the tensile 
stress of the web in the upstream printing units. 



In response to the above -argument of Applicant, item 5 of the 
Office Action stated/ in part: 



In response to applicants argument that the 
combination of Niemiec and Fischer would teach away 
from using a second tensile stress of less than 50 
N/m, because the structure of Fischer always requires 
a comparatively high web tension and must be kept at 
about the same level in the dryer as in the printing 
units, one cannot show nonobviousness by attacking 
references individually where the rejections are based 
on combinations of references. [citation omitted by 
Applicant] In this case, the claim is rejected over 
the combined teachings of Niemiec, Fischer, West et al 
and Justus et al, and any arguments with respect to 
the reduced tensile stress and issues concerning 
separation of the web from the cylinders must take 
into account the teachings of West et al. and Justus 
et al. One having ordinary skill in the art would 
recognize the advantages of combining all of these 
references and would be capable of the modifications 
necessary to realize these advantages. 



Applicant respectfully disagrees. First, it can be seen from 
page 4 of the Office Action that none of NIEMIEC, FISCHER, 
^ST and JUSTUS disclose reducing the tensile stress on a 
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Response Dated Deceirber 21, 2007 

Responsive to Office Action of Septeniber 21, 2007 

paper web i:o less t:han 50 N/m along dzying path, as 

required by Applicant's claims • As such^ the ccaiabination of 
references cited in the Office Action falls to teach or 
suggest all limitations of Applicant's claims* 

Second, MPEP § 214 3. 01 (V) clearly states that the proposed 
modification cannot render the prior art unsatisfactory for 
Its Intended use. See, for example^ MPEP § 214 3. 01 {V) {>"If 
proposed modification would render the prior art invention 
being modified unsatisfactory for its intended purpose^ then 
there is no suggestion or motivation to make the proposed 
modification. In re Gordon, 733'F.2d 900, 221 USPQ 1125 (Fed.. 
Cir. 1984)") » However; in order to combine the alleged 
teaching of JUSTUS of ''an apparatus for driving a pull roll 
for a web at a rotational speed being reduced as compared to a 
rotational speed of a press cylinder" in order to set the 
tensile stress to be lower than the tensile stress in the 
printing path , one must destroy the recfulrement of the 
FISCHER reference, rendering the prior art unsatisfactory for 
Its Intended use, contrary to MPEP § 2143*01 (V). 

More particularly, the provision of an ink tack between the 
blanket cylinders 14 and 15 of FISCHER, and the freshly 
printed web represents an essential feature of the apparatus 
of FISCHER. It is a goal of FISCHER to. use the Ink tack such 

Page 16 of 21 

PAGE 16/21 ' RCVD AT 12121/20074:52:24 PM [Eastern Standard r^^^ 



12-21-' 07 17:46 FROM-LGS PatentUSA 9549251101 T-891 P017/021 F-296 

;^plic. No. 10/781,113 

Response Dated December 21/ 2007 

Responsive to office Action of September 21, 2007 

that, in the event of a web break, the tack of the fresh ink 
on the rubber blankets 16, 17 of FISCHER pxromotes the torn 
paper web to wrap itself immediately aboui: one of the 
cylinders. See, for example, col. 3 of FXSCHECt, lines 4 9 - 
56 f which state: 



Upon the occurrence of a tear in the web, there is no 
delay in the paper web capturing apparatus according 
to the invention, because the cylinders 14, 15 acting 
as capturing cylinders are continuously in engagement 
with one another, ' and the torn paper web can thus wrap 
itself immediately about one of the cylinders, an 
action which is further promoted ±>y the fresh ink on 
the rubber blankets 16, 17. [emphasis added by 
Applicant] 



As such, the FISCHER reference, discloses to a person of 
ordinary skill in this art that the resulting ink tack is an 
advantage. Keeping in mind this essential feature of FISCHER, 
a person skilled in the art will immediately recognize that 
when installing the web catching apparatus 12 of FISCHER in 
the press of NIEMIEC, the tension of the web inside the dryer 
must be at least the same or even hiqrher than the web tension 
in the printing uni-ts . In order to peel the web off the rubber 
blankets 16, 17. In other words, when installing the 
apparatus 12 of FISCHER in the press of NIEMIKC, a person of 
ordinary skill in this art will recognize that the tension of 
the web inside the dryer has to be kept at about the same 
level as inside the printing units in order to provide the 
desired torn web ^'capturing function" of FISCHER, even during 
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the normal printing operation. However, in adding the 
teachings of the JUSTUS reference (and/or WEST) to the 
combined teachings of NIEMIEC and FISCHER requires the 
elijnxnatxon of -bhe essential feature of FJSCHBK that the 
tensxon of the web Inside the dxyer has to be kept at about 
the same level as inside the printing units , Thus^ in order 
to combine JUSTUS with NIEMIEC^ FISCHER and WEST, in the 
manner suggested on pages 3 - 4 of the Office Action, one 
would have to, necessarily^ sacrifice an essential feature of 
FISCHER (i.e., the torn web '^capturing function" disclosed in 
col- 3, lines 49 - 67 of FISCHER) . This would make the 
FISCHER device, as well as the resultant combined device of' 
the rejection, unsatisfactory for its intended purpose , which 
is not permitted, according to MPEP § 2143. 01(V)* Put quite 
simply, the combination made in the Office Action would, 
necessarily, eliminate the torn web ^'capturing function"' 
affirmatively taught in FISCHER, and thus, would impermissibly 
^^render the prior art invention being modified unsatisfactory 
for its intended purpose" 

As such, the combination of FISCHER, NIEMIEC, WEST and JUSTUS, 
made in the Office Action, cannot be used to render obvious 
Applicant's claims. 

Further, item 5 of the Office Action stated, in part: 
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In response to applicant's argument that the 
conventional tensile stress for a printing path is 
around 500 N/m, there is no zreference to any outside 
source beyond applicant's disclosure of this figure, 
[emphasis added by Applicant] 

Applicant respectfully disagrees. It is part of the general 
knowledge in this art that^ in web-fed printing presses 
printing on paper ^ as presently claimed by Applicant, i,e,, in 
which the printing material is printed by at least one 
printing cylinder and dried in a dryer, the average web 
tension In the printing section always has to be In the range 
of 500 N/m In order to obtain a reasonable printing ^allty. 
As sxich, the understanding of a person of ordinary skill in 
the art of. web-fed rotary printing presses printing on a 
running paper web, upon reading the cited combination of prior 
art references/ would not receive any teaching or suggestion 
to reduce the web tension in the drying section to less than 
50 N/m, as required by Applicant's claims. As such. 
Applicant's claims are believed to be patentable over the 
cited prior art, whether taken alone, or in combination. 

For the foregoing reasons, among others, the FISCHER and 
NIEMIEC references, in combination, not only fall to teach or 
suggest a limitation of Applicant's claims, but the 
combination also teaches away from Applicant's claims. The 
combination of FXfiCHER, JUSTOS, WEST and NIEMIEC absolutely 
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teaches away from the above limitation of Applicant's 
independent claims. Further/ the GREGORY, FRANKENBERGER and 
MAKOSCH references do not cure the above-discussed 
deficiencies of the FXSCHER, JUSTUS^ WE&T and NIEMIEC 
references . 



It is accordingly believed that none of the references, 
whether taken alone or in any combination, teach or suggest 
the features of claims 1, 7 and 14. Claims 1, 7 and 14 are, 
therefore, believed to be patentable over the art. The 
dependent claims are believed to be patentable as well because 
they all are ultimately dependent on claims 1, 7 or 14. 

In view of the foregoing, reconsideration and allowance of 
claims 1-18 and 20 - 22 are solicited. 

In the event the Examiner should still find any of the claims 
to be unpatentable, counsel would appreciate receiving a 
telephone call so that, if possible, patentable language can 
be wprked out. In the alternative, the entry of the amendment 
is requested, as it is believed to place the application in 
better condition for appeal, without requiring extension of 
the field of search. 
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If an extension of time for this paper is required, petition 
for extension is herewith made. 

Please charge any fees that might be due with respect to 
Sections 1.16 and 1.17 to the Deposit Account of Lerner 
Greenberg Stemer LLP, No. 12-1099* 

Respectfully submitted. 



For Applicant 

December 21, 2007 

Lerner Greenberg Stemer LLP 
Post Office Box 2480 
Hollywood, FL 33022-2480 
Tel: (954) 925-1100 
Fax: (954) 925-1101 




Kerry P. Sisselraan 
Reg* No* 37^237 
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